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Article VII
Intellectual property

Section 1 — Ownership

7.1.1 No title or ownership with regard to either party's Background and all related
Intellectual Property Rights shall be transferred to the other party as a result of this
agreement or of the performance of the Research work, or the incorporation of such
Background in the Foreground.

7.1.2 It is expressly agreed between the parties that University shall assign and/or
transfer its Foreground including Source Code and all related IPR to Eurocom. Such
assignment and/or transfer shall include all the rights and privileges attached to such
Foreground and all related IPR, including but not limited to particularly, the right to use
(at any site location), the right to reproduce (in as many copies the assignee may
wish), the right to publish (and any other marketing form, for free or in return of a
consideration), the right to adapt (including the possibility to change, translate, develop,
update, add, upgrade, delete, incorporate, rewrite in any language, download to other
equipment or centers or other), the right to show (including via any telecommunication
or audio-visual communication network or service) and, more generally, the right to
operate, for any purpose, in any form (even unforeseen or unforeseeable on the
effective date of the Contract), on any medium and by any means (known or unknown
on the same date), with the possibility for assignee to assign or license all or part of it to
third parties at his discretion. Such assignment shall be granted worldwide and for the
complete duration of the legal protection of the said Foreground under the provisions
of French and foreign laws and of international agreements on literary and artistic
property or others, which are or will be applicable, including any extension that may be
brought to the protection duration.

University and Eurocom agree and acknowledge that Eurocom shall be entitled to make
at its own discretion, in its own name and costs, any application and procedure in any
country, in order to obtain legal protection of such Foreground (in particular, patents)
under any applicable intellectual property rights.

Each Party shall be solely responsible for any payment or any other compensation to its
inventors for inventions in relation to the Foreground and accepts to hold harmless the
other Party from any claims of such inventors.

7.1.3 University warrant that any agreement between University and any person that will
work directly or indirectly to perform the Research Work and/or the Deliverables will not
restrain the effects of section 7.1.2 of this Agreement.

Section 2 — Exploitation

7.2.1 University shall grant to Eurocom a non-exclusive worldwide, royalty-free license
under its own Background and all related IPR, which is Necessary for any exploitation of



the Foreground, including the right to sublicense to its Affiliates, provided however, that
no third party rights oppose the grant of such licenses.

This license shall include the right to copy, to make, have made, to adapt or to modify, to
translate, to represent or reproduce, to grant end-user license to third party or any right
that will be necessary to exploit commercially the Foreground and including Have made
rights. In the case of Software, such license shall apply to the Source code and the
object code.

7.2.2 Eurocom will be free to use, to exploit and to license the Foreground and any
Deliverables, without any compensation to University.
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THIS DRAFT RESEARCH AGREEMENT IS PROVIDED FOR
INFORMATION ONLY. ALL TERMS AND CONDITIONS OF ANY ACTUAL
AGREEMENT REMAIN NEGOTIABLE UNTIL THE EXECUTION OF A
WRITTEN AGREEMENT. ONLY THE SPONSORED PROJECTS OFFICE
HAS THE AUTHORITY TO NEGOTIATE THESE AGREEMENTS.

DRAFT UCB Number

COLLABORATION AGREEMENT
(UNFUNDED)
Between
SPONSOR NAME
And
THE REGENTS OF THE UNIVERSITY OF CALIFORNIA, BERKELEY

RECITALS

THIS AGREEMENT is made and entered into by and between

("Collaborator") and THE REGENTS OF THE
UNIVERSITY OF CALIFORNIA, BERKELEY ("California").

WHEREAS, California and Collaborator have in common the desire to encourage and
facilitate the discovery, dissemination, and application of new knowledge, and
Collaborator desires to collaborate with California in said research,

NOW, THEREFORE, in consideration of the foregoing and the mutual promises and
covenants that follow,

ARTICLE I. STATEMENT OF THE WORK

, the principal investigator representing Collaborator, and
, the principal investigator representing California, agree
to collaborate on research in accordance with the scope of work attached hereto and
incorporated herein as Exhibit A.




ARTICLE II. PERIOD OF PERFORMANCE

The period of performance of this agreement will be from through
unless extended by mutual agreement or terminated in accordance with

Article X.

ARTICLE III. PATENT RIGHTS

A. All rights to inventions or discoveries conceived and first reduced to practice
during the period of this agreement made solely by Collaborator without any
support from, or collaboration with, California faculty, postdoctoral fellows,
students, and other employees will belong to Collaborator and will be disposed
of in accordance with Collaborator’s policies. In consideration of the
collaborative nature of this research, Collaborator shall grant to California an
irrevocable, non-exclusive, royalty-free, non-commercial license to use such
invention or discovery for internal purposes only.

B. All rights to inventions or discoveries conceived and first reduced to practice
during the period of this agreement made jointly by Collaborator and California
faculty, postdoctoral fellows, students, and other employees will belong jointly
to Collaborator and California, with the understanding that either of the joint
owners shall be free to make, sell, use, or license others to do the same, such
joint invention or patent thereon without accounting to the other party.
California will dispose of its interests in accordance with California’s policies.
Where one party elects not to share equally in the expenses for a joint invention,
the other party shall have the right to seek and maintain such protection for such
joint invention at its own expense and shall have full control over its preparation,
prosecution, and maintenance, even though title to any issuing patent will be
joint. It is understood that rights to such inventions are offered to the extent that
California has a right to offer such rights, taking into consideration first the
obligations made to the sponsor(s) [names of sponsor(s) may be inserted here] of
California’s research.

C. All rights to inventions or discoveries conceived and first reduced to practice
during the period of this agreement made solely by California faculty,
postdoctoral fellows, students, and other employees will belong solely to
California and will be disposed of in accordance with California’s policies. In
consideration of the collaborative nature of this research, California shall grant
to Collaborator an irrevocable, non-exclusive, royalty-free, non-commercial
license to use such invention or discovery for internal purposes only.

D. It is understood by both Collaborator and California that no other documents
regarding patent issues are required as part of this agreement.



E. Nothing contained in this Agreement will be deemed to grant either directly or
by implication, estoppel, or otherwise any license under any patents, patent
applications, or other proprietary interests of any other invention, discovery, or
improvement of either party.

ARTICLE IV. CONFIDENTIALITY

It is contemplated that the work of this agreement can be carried out without disclosing
any of Collaborator’s confidential information to California. However, should it become
necessary to disclose Collaborator’s confidential information, Collaborator will notify
California in advance and in writing. Collaborator’s confidential information will be
clearly marked as such in writing. If information is orally disclosed which is deemed or
desired to be confidential, such confidential information must be reduced to writing by
Collaborator within thirty (30) days of oral disclosure and provided to California.

ARTICLE V. PROJECT MANAGEMENT

A. California’s contact for technical matters relating to the work performed
hereunder is

B. [Name, Address]

C. California’s contact for administrative matters relating to the work performed
hereunder is

D. SPO Research Administrator Name

o

Sponsored Projects Office

™

2150 Shattuck Avenue, Suite 313

University of California

TQa

Berkeley, California 94704-5940

=

California agrees to permit Collaborator's representatives to confer as necessary
with California's principal investigator. It is understood and agreed that
Collaborator's representatives have no authority to supervise, direct, or control
the work performed hereunder.

ARTICLE VI. RECORD RETENTION

Financial records, supporting documents, and other record pertaining to this agreement
shall be maintained and retained by California for a period of three years from the
termination date of this agreement.



ARTICLE VII. INDEMNIFICATION

A. California shall indemnify and hold Collaborator, its officers, employees, and

C.

agents harmless from and against any and all liability, loss, expense (including
reasonable attorneys' fees), or claims for injury or damages arising out of the
performance of this agreement but only in proportion to and to the extent such
liability, loss, expense, attorneys' fees, or claims for injury or damages are
caused by or result from the negligent or intentional acts or omissions of
California, its officers, agents, or employees.

Collaborator shall indemnify and hold California, its officers, employees, and
agents harmless from and against any and all liability, loss, expense (including
reasonable attorneys' fees), or claims for injury or damages arising out of the
performance of this agreement but only in proportion to and to the extent such
liability, loss, expense, attorneys' fees, or claims for injury or damages are
caused by or result from the negligent or intentional acts or omissions of
Collaborator, its officers, agents, or employees.

ARTICLE VIII. USE OF NAMES AND TRADEMARKS

The parties agree that neither will use the name of the other party or its employees in
any advertisement, press release, or publicity with reference to this agreement or any
product or service resulting from this agreement, without prior written approval of the
other party.

ARTICLE IX. NOTICES

Whenever any notice is to be given hereunder, it will be in writing and sent to the
following addresses:

California: The Regents of the University of California
Sponsored Projects Office
2150 Shattuck Avenue, Suite 313
University of California at Berkeley
Berkeley, CA 94704-5940
Attention: SPO Research Administrator Name

Collaborator: Name
Address
Attention:

ARTICLE X. TERMINATION



Either party may terminate this agreement upon thirty (30) days advance written notice
to the other party.

ARTICLE XI. GOVERNING LAW

This agreement will be governed and construed by the laws of the State of California.

ARTICLE XVI. SCOPE OF THIS AGREEMENT

This agreement states the entire contract between the parties as of the date of final
signature below in respect to the subject matter of the agreement and supersedes any
previous written or oral representations, statements, negotiations, or agreements. This
agreement may be modified only by written amendment executed by the authorized
representatives of both parties.

IN WITNESS WHEREQF, the parties hereto have caused this agreement to be
executed by their duly authorized representatives.

For For The Regents of the University of
California

("Collaborator™"): ("California"):

By: By:

Name: Name:

Title: Title:

Date: Date:
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CYTOTHERAPEUTICS, INC.
Two Richmond Square
Providence, RI 02906

Irving L. Weissman
Pathology B-257
Stanford Medical School
Stanford, CA 94305

Fred H. Gage

Laboratory of Genetics
10010 N. Torrey Pines Road
La Jolla, CA 92037

Re: Conduct of StemCells Research
Dear Irv and Rusty:

In connection with your agreeing to become consultants to
CytoTherapeutics, Inc. ("CTI") pursuant to Consulting Agreements between each of
you and the Company of even date herewith and the award to you pursuant to such
Agreements of certain Options, we have agreed as follows regarding the conduct
of certain research expected to have a material impact on the vesting of such
options and a number of related matters. The provisions of this Agreement shall

become effective on the closing of the acquisition of StemCells, Inc.
("SCI") by CTI.

1. Funding and Control of StemCells Research

a. SCI shall become the stem cells research arm of CTI. All stem
cells research to be conducted or contracted for by CTI or SCI
shall be conducted or contracted for through SCI; development
work may be conducted or contracted for at CTI.

b. The stem cells research program to be conducted by SCI through
June 30, 1999 shall be conducted as provided in the Research
Plan (the "Research Plan") in the form attached hereto as
Exhibit 1. All stem cells research shall be conducted in
accordance with the Research Plan. Any changes in the Research

Plan must be approved by the Research Committee (as defined
below).

c. The Research Committee shall consist of two persons chosen by
the Scientific Founders (initially, Weissman and Gage), two
persons chosen by CTI (initially, Richard Rose and Seth



Rudnick) and a fifth, independent member appointed by

the Scientific Founders, subject to the reasonable approval of
CTI. The term "Scientific Founders" shall refer to two of you,
provided, however, that if any one of you should resign

without Good Reason or be terminated for Cause (as such terms
are defined in your Consulting Agreements), the term

Scientific Founders shall mean the remaining one of you.

The Research Committee shall meet at least quarterly to review
progress under the Research Plan and make any adjustments to
the Research Plan which the Committee deems necessary or
desirable to the Research Plan, provided that there shall be

no reduction in the agreed upon level of expenditures in the
initial Research Plan without the consent of at least four
members of the Committee.

The initial Research Plan and any modifications or
continuations of the Research Plan subsequently adopted by the
Research Committee shall have as a priority the achievement of
research goals directly related to CTI's overall product
development efforts and shall provide for CTI to support stem
cell research on a basis that is commercially reasonable.

The initial Research Plan allocates resources to specific
research programs and sets objective goals (the "Initial
Goals") for these programs. Prior to June 30, 1999 and each
June 30 thereafter through June 30, 2001, the Research
Committee shall determine the Research Plan for the following
twelve month period, and set objective goals, reasonably based
on the Research Plan, to be achieved during such period. For
so long as the Initial Goals and any subsequently adopted
goals are achieved, the Research Committee shall continue to
control all stem cells research conducted at CTI and SCI and
CTI shall continue to fund such research at the level called
for in the Research Plan adopted by the Committee (provided
such funding shall not increase by more than 25% per year
without the approval of CTI). CTI may, however, at any time
after September 1, 1999

1. cease funding of the neural stem cells research
program or reduce the level of funding for such
program below the level of funding provided for such
program in the Research Plan or exercise control
itself over the neural stem cells research program by
accelerating the vesting of all unvested
Performance-Based Incentive Options related to the
achievement of all milestones, other than milestones
that are, at such time, time-barred and therefore no
longer achievable;

10



1l cease funding of the non-neural stem cells research
program or reduce the level of funding for such
program below the level of funding provided for such
program in the Research Plan or exercise control
itself over the non-neural stem cells research
program by transferring to the Scientific Founders or
their assigns all intellectual property created in
the non-neural

stem cell research program together with all
non-neural Initial Technology (as defined below)
(collectively, the "Non-Neural Technology"), as more
fully provided below; or

1il. so cease or reduce the funding or exercise control
itself in regard to both the neural stem cell
research program and the non-neural stem cell
research program by either (A) transferring the
Non-Neural Technology as provided in (i) above and
accelerating the options as provided in (i) above or,
at CTI's option, (B) transferring both (x) the
intellectual property created in the neural stem cell
program together with all neural Initial Technology
(collectively, the "Neural Technology," together with
the Non-Neural Technology, the "Stem Cell
Technology") and (y) the Non-Neural Technology to the
Scientific Founders or their assigns as more fully
described below.

Initial Technology shall mean existing in-licensed technology
of StemCells, Inc. on the date of this Agreement. Any transfer
of Technology pursuant to this paragraph shall be provided for
by CTI granting to the Scientific Founders or their assigns an
exclusive license or, in the case of in-licensed technology,

an exclusive sublicense, to the Technology (together with the
benefits of any in-licensed technology and subject to any
prior out-licenses approved by the Research Committee) in
consideration of the payment to CTI of cash equal to the total
funding for all research conducted in the non-neural stem cell
research program (in the case of a transfer of Non-Neural
Technology) or the stem cell research program generally (in
regard to a transfer of Stem Cell Technology). This license
will be provided for in a commercially reasonable license
agreement designed to permit the continued development and
commercialization of the transferred Technology. In the case
of any transfer of in-licensed technology, any such transfer
shall be subject to all applicable terms and conditions of the
in-license. In order to give CTI an on-going interest in the
successful commercialization of such technology, such license
agreement will provide for a royalty to be paid to CTI at a
royalty rate equal to 1% of the net sales of any product whose

11



manufacture, use or sale would but for the grant of the
license infringe on any claim in any issued patent included in
the licensed Technology (other than the Initial Technology).

If CTI determines to cease or reduce funding or assume control
as provided in (ii) or (iii) above, CTI shall promptly notify

the Scientific Founders and shall give the Scientific Founders
one year from the date of such notice to arrange financing for
the transactions described above. The provisions of this
paragraph shall terminate on the earlier of July 1, 2005 or
such time as the total funding of stem cell research conducted
pursuant to the Research Plan shall have exceed $25 million,
at least $15 million of which shall have been expended for
non-neural stem cell research.

g. All stem cells research conducted by CTI shall be under the
direction of a Director of Stem Cells Research, who shall be
nominated by the Research Committee, subject to reasonable
approval by CTI.

2. Award of Additional Options

a. CTI shall award Options to acquire 400,000 shares of CTI
Common Stock to persons (including, if the Research Committee
so determines, the Scientific Founders) designated by the
Research Committee, after consultation with CTI to assure (f
applicable) consistency with CTI policies regarding the
granting of options to employees. All persons to whom such
options are granted shall be persons determined by the
Research Committee, after consultation with CTI, to be persons
whom it is critically important to recruit, retain or
otherwise incent for the stem cells research program described
above.

3. Amendment. This Agreement may be amended at any time by a written

agreement executed by CTI and the Scientific Founders.

If you agree that the foregoing represents our understanding regarding the
matters described in this letter agreement, please so indicate by signing the
copy of this agreement (which may be executed in more than one counterpart, each
of which shall constitute a single original) and returning it to us.

Very truly yours,

CYTOTHERAPEUTICS, INC.

By: /s/ Seth Rudnick

12



READ AND AGREED:

/s/ Trving L. Weissman

Irving L. Weissman

/s/ Fred H. Gage

Fred H. Gage

13
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(&R 1)

Carnegie Mellon

Research Agreement

This Research Agreement (“Agreement”) effective as of [date] (“Effective Date™) is
between Carnegie Mellon University, a nonprofit Pennsylvania corporation with offices
located at 5000 Forbes Avenue, Pittsburgh, PA 15213 (“Carnegie Mellon”) and [company
name] with offices located at [address of company]| (“Sponsor”).

Sponsor would like Carnegie Mellon to conduct a research project as described in this
Agreement. Carnegie Mellon is interested in conducting the project in support of its nonprofit
research and educational objectives.

Intending to be legally bound, Carnegie Mellon and Sponsor agree as follows:

1. Research Project. Carnegie Mellon agrees to perform the research project
described in the Statement of Work, attached as Appendix A _ (the “Project”).
Unless otherwise noted on the Statement of Work, it is intended that Carnegie Mellon
will perform the work at one of its campus locations in the United States.

2. Personnel. [principal investigator’s name| will serve as the “Project Director”
while employed by Carnegie Mellon. However, should [principal investigator’s name| no
longer be able to serve as Project Director, Carnegie Mellon will provide notice to the
Sponsor of the replacement Project Director.

3. Term. The term of this Agreement begins as of the Effective Date and ends on
[ending date] (“End Date”), unless it is terminated earlier as allowed under this Agreement
or unless the parties both agree in writing to extend it (the “Term”). If a party intends to
request an extension to the Term, it agrees to use reasonable efforts to notify the other party
at least thirty (30) days before the end of the then-current Term.

4. Payment.  Sponsor agrees to pay Carnegie Mellon the amount listed in the Budget
(attached as Appendix B) in accordance with the Payment Schedule (attached as
Appendix C). The total cost charged to Sponsor for the Project work under this Agreement
will not be more than $[dollar amount] under this [fixed price/cost reimbursable] Agreement
without Sponsor’s consent.

5. Equipment and Property.

a. Purchased Equipment. Unless otherwise specified in the Statement of Work, title
to and ownership of all equipment and property purchased by Carnegie Mellon under this
Agreement will belong to Carnegie Mellon.

b. Loaned Equipment. Sponsor agrees to list in Appendix A any equipment or
property that it would like to loan to Carnegie Mellon for the Project. Title to any and all
“on loan” equipment will remain with Sponsor. If specified in Appendix A, Sponsor will
maintain insurance on such loaned items. Sponsor will provide final disposition instructions
for all loaned equipment or property within ninety (90) days following the end of the Term.
Carnegie Mellon will comply with such disposition instructions within thirty (30) days after
receipt. To the extent Sponsor fails to provide Carnegie Mellon with disposition
instructions within the 90-day period mentioned above, Sponsor agrees that Carnegie Mellon
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may dispose of such equipment or property as Carnegie Mellon desires without compensation
or liability to Sponsor. If Sponsor requests the return of the equipment or property, Sponsor
agrees that it will be returned by Carnegie Mellon at Sponsor’s expense in an “AS-IS”
condition.

6. Ownership of Project Work Product.

a. Intellectual Property Definition. As used in this Agreement, “Intellectual
Property” means any and all art, method, process, procedure, invention, idea, design,
concept, technique, discovery, improvement or moral right, regardless of patentability, as
well as any patents, patent applications, copyrights, trademarks, service marks, trade names,
trade secrets, know-how or other intellectual property rights recognized in any country or
jurisdiction in the world.

b. Carnegie Mellon Developments. Carnegie Mellon will own any and all work
product and/or Intellectual Property developed solely by it under this Agreement
(“Carnegie Mellon Intellectual Property”).

c. Sponsor Developments. Sponsor will own any and all work product and/or
Intellectual Property developed solely by it under this Agreement (“Sponsor Intellectual
Property”). Any work performed by Sponsor under this Agreement shall be performed at a
location provided by Sponsor. Sponsor agrees that it must obtain prior written permission
from Carnegie Mellon’s Office of Sponsored Programs if it would like to perform work under
this Agreement on Carnegie Mellon’s premises.

d. Joint Developments. Carnegie Mellon and Sponsor will jointly own any and all
work product and/or Intellectual Property developed jointly (e.g., to the extent the parties
would be considered joint inventors and/or joint copyright holders, as applicable, under
relevant U.S. intellectual property laws) under this Agreement (“Joint Intellectual

Property”).

e. Prior/Outside Developments. Each party will retain its rights in any work product
and/or Intellectual Property developed prior to and/or outside the scope of this Agreement.

7. Notification of Disclosures. Carnegie Mellon agrees to provide written notice to
Sponsor (a “Disclosure Notice”) of any and all Intellectual Property disclosures that are
received by Carnegie Mellon’s Center for Technology Transfer and Enterprise Creation
(“CCTEC”) relating to Carnegie Mellon Intellectual Property and/or Joint Intellectual
Property created under the Project. This Disclosure Notice is usually sent within four (4)
weeks of receipt by CCTEC. Likewise, Sponsor agrees to notify Carnegie Mellon (at the
contract issues address listed on the signature page) of any and all Intellectual Property
disclosures relating to Sponsor Intellectual Property and/or Joint Intellectual Property created
under the Project.

8. Protecting Project Intellectual Property.

a. Definition. “Intellectual Property Protections” means the registration,
application, filing, prosecution or maintenance of a patent, copyright, trademark or other
protective measure for Intellectual Property.

b. Obtaining Protection. Carnegie Mellon may, in its discretion, file for and maintain
Intellectual Property Protections anywhere in the world for any or all Carnegie Mellon
Intellectual Property. Sponsor is free to ask Carnegie Mellon to pursue Intellectual Property
Protections for such Intellectual Property in a particular country(ies) at the Sponsor's expense.
Either party may file for and maintain Intellectual Property Protections for Joint Intellectual
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Property developed under this Agreement. In the event that a party wants to obtain or
maintain any Intellectual Property Protections concerning Joint Intellectual Property, the
other party agrees to execute any documentation reasonably requested.

9. Use and Protection of Joint Intellectual Property.

a. Rights to Joint Intellectual Property;, Sharing of Expenses. Joint Intellectual
Property shall be owned equally by the parties.  Except as provided below, the parties
agree: (a) to share equally all expenses incurred in obtaining and maintaining Intellectual
Property Protections on Joint Intellectual Property, and (ii) that each party shall have the right
to license such Joint Intellectual Property to third parties (with the right to sublicense)
without accounting to the other and without the consent of the other. In the event that
consent by each joint owner is necessary for either joint owner to license the Joint Intellectual
Property, the parties hereby consent to the other party’s grant of one or more licenses under
the Joint Intellectual Property to third parties and shall execute any document or do any other
act reasonably requested to evidence such consent.

b. Exceptions to Expense Sharing. Notwithstanding the foregoing, a party may decide
that it does not want to financially support Intellectual Property Protections for certain Joint
Intellectual Property (a “Non-Supporting Party”). In that case, the other party is free to
seek and obtain such Intellectual Property Protections at its own expense (a “Supporting
Party”), provided that title to any such Intellectual Property Protections shall still be held
jointly by the parties. However, if the Non-Supporting Party then subsequently licenses
and/or otherwise uses the Joint Intellectual Property for economic gain in a particular country
that is covered by the Intellectual Property Protections obtained by the Supporting Party, then
Non-Supporting Party agrees to pay: (a) fifty percent (50%) of the fees and expenses incurred
by the Supporting Party for the Intellectual Property Protections, plus (b) interest accruing
from the date upon which such costs were incurred at the rate per annum announced from
time to time by the Wall Street Journal as the prime rate.

10. Review and Evaluation License Granted to Sponsor.  Provided Sponsor has fulfilled
(and continues to fulfill) any and all payment obligations to Carnegie Mellon as
contemplated by this Agreement, Carnegie Mellon hereby grants to Sponsor a non-exclusive,
non-transferable, royalty-free, perpetual license for any and all Carnegie Mellon Intellectual
Property listed as deliverables in Appendix A (“Deliverables”) for the Sponsor's internal
operations and internal, non-commercial research use ("Review _and Evaluation License").
Pursuant to such Review and Evaluation License, Sponsor may copy and distribute the
Deliverables to individuals internally within its own organization. Sponsor may also modify
the Deliverables, provided that Sponsor may only use such modifications within the scope of
this Review and Evaluation License and hereby assigns to Carnegie Mellon any and all rights
to such modifications. Unless source code is delivered to Sponsor, Sponsor agrees that it
shall not (and will not allow others to) decompile or reverse engineer any Deliverables.
Except for the rights granted above, all other rights in the Deliverables remain with Carnegie
Mellon. If Sponsor would like additional rights to the Deliverables (including but not
limited to the right to use the Deliverables for commercial marketing, production,
redistribution, sale, rent, lease, sublicensing assignment, publication, or dissemination) it
must request to negotiate a commercial license as described in Section 12 below.

11. Internal Use Rights Granted to Carnegie Mellon. Sponsor hereby grants to Carnegie
Mellon a non-exclusive, non-transferable, royalty-free, perpetual license for all Sponsor
Intellectual Property for Carnegie Mellon’s internal academic and research purposes
("Research Use License"). Pursuant to such Research Use License, Carnegie Mellon may
copy, distribute, modify and use the Sponsor Intellectual Property for research purposes and
general academic use within Carnegie Mellon, but otherwise shall not, nor permit any third
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party to, modify, decompile, reverse engineer, redistribute, repackage, encumber, sell, rent,
lease, sublicense, assign, time-share, publish, broadcast, circulate, market, donate,
disseminate, retransmit, or commercially-exploit the Sponsor Intellectual Property or any part
thereof.

12. Commercial Licensing Opportunities Available to Sponsor. Sponsor will have one
hundred eighty (180) days after receiving a Disclosure Notice to let Carnegie Mellon know if
Sponsor is interested in negotiating a non-exclusive or exclusive commercial license to the
Carnegie Mellon Intellectual Property and/or Joint Intellectual Property that is referenced in
the Disclosure Notice (the “Negotiation Period”). Carnegie Mellon agrees that during the
Negotiation Period it will not conduct license negotiations with any other party for the same
Carnegie Mellon Intellectual Property and/or Joint Intellectual Property, unless Sponsor
indicates during the Negotiation Period that it is interested in negotiating only a
non-exclusive license.  Sponsor understands and agrees that if it is in breach of this
Agreement at the time it receives the Disclosure Notice (for example, if Sponsor is delinquent
in making payments as required under this Agreement), it is not entitled to request any
exclusive negotiations during the Negotiation Period and Carnegie Mellon is free to pursue
licenses with other third parties during such time.  If Sponsor would like to negotiate such
a commercial license after the Negotiation Period ends and/or a license to Intellectual
Property that was not created on the Project, Sponsor is always free to contact Carnegie
Mellon at any time and request to do so (however, Carnegie Mellon cannot guarantee that the
relevant Intellectual Property will be available for the desired license at that time).

The granting of any license is subject to the negotiation and execution of a
mutually-agreeable, separate written license agreement. However, Carnegie Mellon’s
expectations are that any license will, at a minimum: (a) have a limited term and cover a
defined field of use; (b) require mutually-agreeable licensing fees and/or royalties; (c) require
Sponsor to pay for Intellectual Property Protections (where the Sponsor covers 50% of such
costs for a non-exclusive license and 100% of such costs for an exclusive); (d) require
Carnegie Mellon’s prior written consent to sublicense, except to Sponsor’s direct customers;
and (e) include disclaimers and indemnification for the benefit of Carnegie Mellon.

13. Confidential Information.

a. Definition. All information, documents, materials and know-how which may be
disclosed or furnished pursuant to this Agreement shall be considered “Confidential
Information” if marked or designated as provided below.

b. Marking Requirement. In order to be considered “Confidential Information” under
this Agreement: (i) information that is disclosed in written or tangible form must be marked
“confidential” at the time of disclosure, and (ii) information that is disclosed orally or
otherwise than in tangible form must be identified as “confidential” at the time of disclosure
and a written summary must be provided to the recipient within twenty (20) days thereafter.

c. Exceptions. “Confidential Information” does not include any information that: (i)
was known to the recipient prior to disclosure by the other party; (ii) is or becomes publicly
available (with no obligation of confidentiality) through no fault of recipient; (iii) is
independently developed by employees of recipient without use or reference to the
Confidential Information; or (iv) is or was brought to recipient's attention by a third party
who has a legal right to do so.

d. Confidentiality Obligations. For two (2) years following the End Date of this

Agreement, the recipient of the other party’s Confidential Information will not share it with
any third party and will keep it confidential using the same degree of care as it uses in
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protecting and preserving its own confidential information (but no less than a reasonable
standard of care). Provided the recipient is exercising this standard of care, it will not be
liable for the inadvertent or accidental disclosure of Confidential Information.

e. Permitted Disclosure. 1t will not be a violation of this section for a recipient to
disclose the other party’s Confidential Information in response to a subpoena, court order or
other legal process provided that the recipient gives the disclosing party reasonable advance
written notice of the required disclosure (unless prohibited by the terms of the court order,
etc.) and provided the recipient discloses only as much Confidential Information as required.

14. Publications.

a. Right to Publish. Subject to any applicable confidentiality obligations, Sponsor
understands that Carnegie Mellon is free to publish its Project work (including reports and
papers of research and other activities conducted under the Project) in accordance with
academic standards. Any such reports or papers may refer to the fact that the Project was
conducted pursuant to a grant from Sponsor.

b. Review and Comment. During the Term and for a period of two (2) years from the
End Date, Carnegie Mellon agrees to provide Sponsor with a copy of any such Project reports
or papers (excluding student thesis and/or dissertations) for review and comment at least
thirty (30) days prior to submission for publication. Sponsor can then request deletion from
the publication of any Sponsor Confidential Information that has been inadvertently included
and/or can request an additional sixty (60) day delay in submission for publication to allow
time for filing of patent/copyright protection on Intellectual Property in which Sponsor has an
ownership interest (such as Joint Intellectual Property).

15. Use of the name of Carnegie Mellon or Sponsor. Except for any acknowledgment
of Sponsor’s funding referenced in Section 14 above, each party agrees not to use the name
or trademarks of the other party or any member of its staff in sales promotion work,
advertising or other publicity without the prior written permission of the other party.

16. Termination.
a. Termination for Convenience. Either party shall have the right to terminate this
Agreement by providing the other party with at least sixty (60) days prior written notice.

b. Effect of Termination. 1In the event of termination, Sponsor agrees to pay Carnegie
Mellon for all work performed up through the effective date of termination. For purposes of
clarification:

(1) if this Agreement is a cost reimbursable agreement, Carnegie Mellon will invoice
for all costs incurred through the effective date of termination and, where Sponsor was the
terminating party, for the cost of all commitments made prior to the date of termination
notification which could not be immediately cancelled and which are a direct result of the
work under this Agreement; or

(1) if this Agreement is a fixed price agreement, Carnegie Mellon will invoice for all
payments due and owing as of the date of termination (or, where there are no milestone
payments, for a percentage of the fixed price based on the percentage of work completed as
of the effective date of termination). Carnegie Mellon will provide documentation on any
and all cancelled commitments upon the reasonable request of Sponsor.

C. Provision of Deliverables. In either event, provided Sponsor has fully paid

Carnegie Mellon as provided in this Agreement, Carnegie Mellon will provide to Sponsor
any completed or partially completed Deliverables required by the Statement of Work.
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d. Survival. ~ Any provisions of this Agreement which would naturally survive
termination or expiration will do so (including but not limited to Sections 4, 5(b), 6, 7, 8, 9,
10, 11, 12, 13, 14, 16, 17, 18, and 20).

17. DISCLAIMERS: LIMITATION OF LIABILITY; INDEMNITY

a. Disclaimers. ANY AND ALL INFORMATION, MATERIALS, SERVICES,
INTELLECTUAL PROPERTY AND OTHER PROPERTY AND RIGHTS GRANTED
AND/OR PROVIDED BY CARNEGIE MELLON PURSUANT TO THIS AGREEMENT
(INCLUDING THE DELIVERABLES), ARE GRANTED AND/OR PROVIDED ON AN
"AS IS" BASIS. CARNEGIE MELLON MAKES NO WARRANTIES OF ANY KIND,
EITHER EXPRESS OR IMPLIED, AS TO ANY MATTER, AND ALL SUCH
WARRANTIES, INCLUDING WARRANTIES OF MERCHANTABILITY AND FITNESS
FOR A PARTICULAR PURPOSE, ARE EXPRESSLY DISCLAIMED. WITHOUT
LIMITING THE GENERALITY OF THE FOREGOING, CARNEGIE MELLON DOES
NOT MAKE ANY WARRANTY OF ANY KIND RELATING TO EXCLUSIVITY,
INFORMATIONAL CONTENT, ERROR-FREE OPERATION, RESULTS TO BE
OBTAINED FROM USE, FREEDOM FROM PATENT, TRADEMARK AND
COPYRIGHT INFRINGEMENT AND/OR FREEDOM FROM THEFT OF TRADE
SECRETS. SPONSOR IS PROHIBITED FROM MAKING ANY EXPRESS OR IMPLIED
WARRANTY TO ANY THIRD PARTY ON BEHALF OF CARNEGIE MELLON
RELATING TO ANY MATTER, INCLUDING THE APPLICATION OF OR THE
RESULTS TO BE OBTAINED FROM THE INFORMATION, MATERIALS, SERVICES,
INTELLECTUAL PROPERTY OR OTHER PROPERTY OR RIGHTS (INCLUDING THE
DELIVERABLES) GRANTED AND/OR PROVIDED BY CARNEGIE MELLON
PURSUANT TO THIS AGREEMENT.

b. Limitation of Liability. CARNEGIE MELLON SHALL NOT BE LIABLE TO
SPONSOR OR ANY THIRD PARTY FOR ANY REASON WHATSOVER ARISING OUT
OF OR RELATING TO THIS AGREEMENT (INCLUDING ANY BREACH OF THIS
AGREEMENT) FOR LOSS OF PROFITS OR FOR INCIDENTAL, INDIRECT, SPECIAL
OR CONSEQUENTIAL DAMAGES, EVEN IF CARNEGIE MELLON HAS BEEN
ADVISED OF THE POSSIBILITY OF SUCH DAMAGES OR HAS OR GAINS
KNOWLEDGE OF THE EXISTENCE OF SUCH DAMAGES.

C. Indemnification. Sponsor shall defend, indemnify and hold harmless Carnegie
Mellon and its trustees, officers, employees, attorneys and agents (“Carnegie Mellon
Parties”) from and against any and all liability, damage, loss or expense (including
reasonable attorneys fees and expenses) incurred by or imposed upon any or all Carnegie
Mellon Parties in connection with any claim, suit, action or demand arising out of or relating
to any exercise of any right or license granted or provided to Sponsor under this Agreement,
including any use of the Deliverables, under any theory of liability (including without
limitation, actions in the form of tort, warranty, or strict liability, or violation of any law, and
regardless of whether such action has any factual basis).

18. Notice. Any notice to the other party under this Agreement must be in writing,
signed by the party giving it, and provided either personally, by registered mail, certified mail,
and/or reputable overnight courier (such as UPS, FedEXx, etc.) to the appropriate address listed
on the signature page to this Agreement. Either party may update its contact information by
providing written notice to the other party as required by this Section.

32



19. Export Controls.  Each party is subject to any and all applicable export control
laws and regulations in its performance of this Agreement.  As an institution of higher
learning, Carnegie Mellon performs fundamental research that is exempt from export control
licensing under applicable export control laws. As a result, Carnegie Mellon does not wish
to take receipt of export-controlled information or materials except as may be specifically
agreed to in advance by Carnegie Mellon and for which Carnegie Mellon has made specific
arrangements. Sponsor agrees that it will not provide or make accessible to Carnegie
Mellon any export-controlled information or materials without first informing Carnegie
Mellon of the export-controlled nature of the information or materials and obtaining from
Carnegie Mellon its written consent to accept such information or materials as well as any
specific instructions regarding the mechanism pursuant to which such information or
materials should be passed. To the extent there is a situation where the transfer of
information, data or materials (including but not limited to the return of any materials being
loaned by Sponsor under this Agreement) from Carnegie Mellon to Sponsor requires an
export control license from the pertinent agency of the United States Government and/or
written assurances by Sponsor that Sponsor shall not export data or commodities to certain
foreign countries without prior approval of such agency, Sponsor understands that Carnegie
Mellon cannot guarantee that such a license will be issued. If for any reason the required
license should not be issued, Sponsor shall pay to Carnegie Mellon only those costs of labor
and expenses associated with the performance of the Agreement to the date when Carnegie
Mellon was informed that the license would not be issued and Carnegie Mellon shall be
released from any further performance of the Agreement.

20. Miscellaneous.

a. No Exclusivity. Nothing contained in this Agreement shall prevent either Sponsor
or Carnegie Mellon from entering into research projects with third parties which are similar
to the Project, or from independently developing (either through third parties or through the
use of its own personnel), or from acquiring from third parties, technologies or products
which are similar to and competitive with Intellectual Property resulting from the Project.

b. Severability. 1f any portion of this Agreement is determined by any court or
governmental agency of competent jurisdiction to violate applicable law or otherwise not to
conform to requirements of law, then the rest of the Agreement will remain in effect and the
parties will substitute a suitable and equitable provision for the invalid/unenforceable
provision in order to carry out the original intent and purpose of the original Agreement.

C. Independent Contractors. 1In all matters relating to this Agreement, the parties are
acting as independent contractors and neither party will represent that it has any authority to
assume or create any obligation or warranty on behalf of the other party and/or to represent
the other party as agent, employee or in any other capacity.

d. Section Headings; No Third Party Beneficiaries. The section headings herein are
inserted for convenience only and shall not be construed to limit or modify the scope of any
provision of this Agreement. Nothing in this Agreement, express or implied, is intended to
or shall confer upon any person or entity other than Carnegie Mellon or Sponsor any right,
benefit or remedy of any nature whatsoever under or by reason of this Agreement.

e. Dispute Resolution. This Agreement shall be governed by the laws of the
Commonwealth of Pennsylvania without regard to the conflict of laws provisions. All
claims and/or controversies of every kind and nature arising out of or relating to this
Agreement, including any questions concerning its existence, negotiation, validity, meaning,
performance, non-performance, breach, continuance or termination shall be settled (1) at
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Carnegie Mellon’s election, by binding arbitration administered by the American Arbitration
Association (“AAA”) in accordance with its Commercial Arbitration Rules and, in such case
(A) the arbitration proceedings shall be conducted before a panel of three arbitrators, with
each party selecting one disinterested arbitrator from a list submitted by the AAA and the two
disinterested arbitrators selecting a third arbitrator from the list, (B) each party shall bear its
own costs of arbitration, (C) all arbitration hearings shall be conducted in Allegheny County,
Pennsylvania, and (D) the provisions hereof shall be a complete defense to any suit, action or
proceeding instituted in any Federal, state or local court or before any administrative tribunal
with respect to any claim or controversy arising out of or relating to this Agreement and
which is arbitrable as provided in this Agreement (provided that either party may seek
injunctive relief in a court of law or equity to assert, protect or enforce its rights in any
intellectual property and/or confidential or proprietary information as described in this
Agreement), or (2) in the event that Carnegie Mellon does not elect binding arbitration as
permitted in point (1) above, exclusively in the United States District Court for the Western
District of Pennsylvania or, if such Court does not have jurisdiction, in any court of general
jurisdiction in Allegheny County, Pennsylvania and each party consents to the exclusive
jurisdiction of any such courts and waives any objection which such party may have to the
laying of venue in any such courts.

f. Government Rights. The Sponsor understands and agrees that the Carnegie Mellon
Intellectual Property and/or Joint Intellectual Property may have been developed in whole or
in part under an agreement with the United States government (the “Government”) and, in
such event, the Government may have certain rights. This Agreement, any and all
obligations of Carnegie Mellon, and any and all rights granted to Sponsor are made subject to
any applicable rights of the Government.

g. No Assignment. Sponsor may not assign any or all of its rights and/or obligations
under this Agreement without the prior written consent of Carnegie Mellon, which consent
may be granted or withheld in Carnegie Mellon’s sole discretion. Any attempted
assignment in violation of this section shall be void and of no effect.

h. Binding Effect; No Waiver. This Agreement is binding upon and shall inure to the
benefit of the parties hereto, their representatives, successors and permitted assigns. No
failure or successive failures on the part of either party, its successors or assigns, to enforce
any covenant or agreement, and no waiver or successive waivers on its or their part of any
condition of this Agreement, shall operate as a discharge of such covenant, Agreement, or
condition, or render the same invalid, or impair the right of either party, its successors and
assigns, to enforce the same in the event of any subsequent breach or breaches by the other
party, its successors or assigns.

1. Force Majeure. Except for Sponsor’s payment obligations, neither party shall be
liable under this Agreement for delay in performance due to fire, flood, strike, or other labor
difficulty, act of God, war (declared or undeclared), terrorist act, act of any governmental
authority, acts or omissions of the other party, riot, fuel or energy shortage, or due to any
other cause beyond the party’s reasonable control. In the event delays in performance due
to any such cause, the dates for performance will be postponed by a period of time equal to
the delay period.

] Entire Agreement. This Agreement (including its appendices) constitutes the entire
agreement between the parties and supersedes all previous agreements and understandings
relating to the subject matter of this Agreement. The Agreement may not be altered,
amended, or modified except by a written instrument signed by the duly authorized
representatives of both parties. Unless explicitly accepted in this Agreement or in a
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document specifically entitled as an amendment to this Agreement, terms appearing in
purchase orders shall be of no effect other than evidencing Sponsor’s intent to be bound to

this Agreement.

INTENDING TO BE LEGALLY BOUND, the parties hereto have caused this Agreement to be
executed by their duly authorized representatives as of the Effective Date.

Carnegie Mellon University

[Company Name]

(Signature) (Signature)
(Name) (Name)
(Title) (Title)
(Date) (Date)

Sponsor understands and agrees that Carnegie Mellon will not be bound by this Agreement
and/or any amendment hereto unless signed by a duly authorized signatory listed in
Carnegie Mellon’s policy entitled “Authorized Signatures for Agreements, Contracts,
Licenses” (currently posted at http:/www.cmu.edu/policies/documents/AuthSig.html) or who

Sponsor knows possesses a valid, written signature delegation issued pursuant to such policy.

Carnegie Mellon University

For Billing Information:

Attn: Rhonda Kloss

[Company Name]

Sponsored Projects Accounting Office
Carnegie Mellon University

5000 Forbes Avenue

Pittsburgh, Pennsylvania 15213
(412) 268-2091 Telephone

(412) 268-5841 Fax

Email: rkloss@andrew.cmu.edu

For Contract Issues:

Attn: (Fill in name)
Office of the Associate Provost for
Research and Academic Administration

35


http://www.cmu.edu/policies/documents/AuthSig.html
mailto:rkloss@andrew.cmu.edu

Carnegie Mellon University

5000 Forbes Avenue

Pittsburgh, PA 15213

(412) 268-8746 Telephone

(412) 268-6279 Fax

Email:

For Technical Issues:

Attn: (Fill in name)

Address
Address
Carnegie Mellon University

5000 Forbes Avenue

Pittsburgh, PA 15213

(412) 268-XXXX Telephone

(412) 268-XXXX Fax

Email:
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APPENDIX A
Statement of Work
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APPENDIX B
Budget
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APPENDIX C
Payment Schedule

As full and complete compensation hereunder, Sponsor agrees to pay Carnegie Mellon on
this [fixed price, cost reimbursable] type agreement in accordance with the line item
expenditures as set forth in the Appendix B for the work detailed under Appendix A.
Sponsor agrees to make advance [annual, bi-annual, quarterly, monthly] payments to
Carnegie Mellon, commencing with the first payment within thirty (30) days of the Effective
Date. All future payments will be made within thirty (30) days of receipt of an invoice as
specified below.

1% payment 30 days from Effective Date USSXXX,XXX.00

2" payment DATE US$XXX,XXX.00
3 payment DATE US$XXX,XXX.00
4™ payment DATE US$XXX,XXX.00

Payments may be made via check or wire transfer.
Checks should be made payable to Carnegie Mellon University and sent to:

Carnegie Mellon University
P.O. Box 371032
Pittsburgh, PA 15250-7032.

Wire transfers should be sent as follows:

Name: Mellon Financial Corporation
Address: Three Mellon Bank Center
500 Ross Street
Pittsburgh PA 15262

Beneficiary: Carnegie Mellon University

Account Name: Cash Management Account

Account Number: 197-9003

ABA Number: 043000261

SWIFT Code: MELNUS3P

Bank Contact: Global Cash Management Customer Service

(412) 234-7722

Delinquent Payments, Taxes. Any payment that is not made when due shall be considered
delinquent. Any delinquent amounts will accrue interest at the lower of the rate of 1.5% per
month or the maximum rate of interest allowable under applicable law. The amounts to be
paid by Sponsor under this Agreement do not include any charges for applicable taxes,
governmental charges, duties or similar additions or deductions of any kind (including
without limitation any and all federal, state, local, governmental, republic or provincial sales,
use, goods and services, excise and withholding taxes) other than any United States Federal
or state income taxes assessed on the income of Carnegie Mellon (collectively, “Taxes”).
Sponsor agrees to pay any and all amounts required under this Agreement without deduction
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of any such Taxes. In the event by operation of law or otherwise, such Taxes are required to
be deducted from any amounts paid to Carnegie Mellon under this Agreement, the amounts
due under this Agreement shall be increased to such amounts as may be necessary to yield
Carnegie Mellon the amount it would otherwise have received had such payments been made
without deduction for any such Taxes. In addition, the amounts to be paid by Sponsor under
this Agreement do not include customs duties or any other importation or exportation fees
and associated costs, if any. Sponsor agrees to pay any such costs within thirty (30) days
after receipt of an invoice from Carnegie Mellon.
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AR
Attn: Rhonda Kloss

Sponsored Projects Accounting Office
Carnegie Mellon University

[t B ZECA]

5000 Forbes Avenue
Pittsburgh, Pennsylvania 15213
(412) 268-2091 Telephone

(412) 268-5841 Fax
Email: rkloss@andrew.cmu.edu
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Office of the Associate Provost for
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5000 Forbes Avenue
Pittsburgh, PA 15213
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(& 3)

The policy is based upon the following principles relating faculty, staff and students to
the university.

Intellectual property is created by individuals, or by groups of individuals, who are
entitled to choose the course of disclosure; academic freedom of individuals is a higher
priority than possible financial rewards.

There exists a historical tradition allowing authors to retain ownership of intellectual
property rights from textbooks and works of art.

The university is the support of the whole campus community, and is thereby entitled
to share in financial rewards.

There should be incentives for all parties to pursue financial rewards together,
consistent with the expressed goals of the policy. The distribution of these rewards
should reflect, insofar as possible, the creative contributions of the creator, and the
resources contributed by and risks assumed by both the creator and the university in
developing intellectual property.

Since it is frequently difficult to meaningfully assess risks, resources and potential
rewards, negotiated agreements are to be encouraged whenever possible.

2. Definitions

Certain terms are used in this document with specific meanings, as defined in this
section. These definitions do not necessarily conform to customary usage. Intellectual
Property includes any patentable invention, any copyrightable subject matter, or trade
secret. It also includes works of art, and inventions or creations that might normally be
developed on a proprietary basis. University means Carnegie Mellon. Student means
any full-time or part-time graduate or undergraduate student, regardless of whether the
student receives financial aid from the university or from outside sources. It is the
responsibility of students who are also employees of other outside entities to resolve any
conflicts between this policy and provisions of agreements with their employers prior to
beginning any undertaking at the university that will involve the development of
intellectual property.

Faculty means members of the university's Faculty Organization as defined in the
Faculty Handbook, plus instructors and special faculty appointments (even in the first
year), and part-time faculty.

Staff means any employee of the university other than students and faculty as defined
above. If a student is also a part-time university employee, he is considered as staff with
regard to intellectual property developed as a result of his employment, and as a student
with regard to other intellectual property. A full-time non-faculty employee who is also
taking one or more courses is considered to be staff. Visitors to the university who make
substantial use of university resources are considered as staff with respect to any
intellectual property arising from such use. (The distinction between faculty and staff
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does not affect intellectual property rights except for representation on the Intellectual
Property Adjudication Committee [see Section 5].)
Creator means any person or persons who create an item of intellectual property.

Net proceeds to the university means all proceeds received by the university on
intellectual property that it assigns, sells or licenses, minus any application, litigation,
interference, or marketing costs directly attributable to the intellectual property being
licensed. Deducted costs shall be reasonable and fair, and shall be properly disclosed;
the sources and amounts of compensation shall also be properly disclosed.

Net proceeds to the creator means all proceeds received by the creator from intellectual
property owned by him that he sells, assigns or licenses, less the costs of application,
legal protection, or litigation, interference, travel and other marketing costs directly
attributable to the intellectual property being exploited. Such net proceeds do not
include compensation legitimately received by the creator for consulting services or
interest or other return on invested labor or capital. Deducted costs shall be reasonable
and fair, and shall be properly disclosed; the sources and amounts of compensation shall
also be properly disclosed. Substantial use of university facilities means extensive
unreimbursed use of major university laboratory, studio or computational facilities, or
human resources. The use of these facilities must be important to the creation of the
intellectual property; merely incidental use of a facility does not constitute substantial
use, nor does extensive use of a facility commonly available to all faculty or
professional staff (such as libraries and offices), nor does extensive use of a specialized
facility for routine tasks. Use will be considered "extensive" and facilities will be
considered "major" if similar use of similar facilities would cost the creator more than
$5000 (five thousand dollars) in constant 1984 dollars if purchased or leased in the
public market. Creators wishing to directly reimburse the university for the use of its
facilities must make arrangements to do so before the level of facilities usage for a
particular intellectual property becomes substantial. (This provision is not intended to
override any other department or university policy concerning reimbursement for
facilities usage.)

In general:

In any given year the equivalent figure for a particular amount of money in constant
1984 dollars will be obtained by multiplying that amount of money by the ratio of the
most recent quarterly Disposable Personal Income Deflator divided by the average

monthly Disposable Personal Income Deflator for the year 1984.

As used in this policy, the masculine gender includes the feminine gender, singular or
plural, wherever appropriate.

3. Policy Provisions
This section states the policies concerning ownership of intellectual property created at

the university. In order of precedence, ownership of intellectual property shall be as
follows:
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3-1. Externally Sponsored Work

Ownership Provisions: Intellectual property created as a result of work conducted under
an agreement between an external sponsor and the university that specifies the
ownership of such intellectual property shall be owned as specified in said agreement. If
the university declares itself to be a sponsor, but does not declare itself to be the owner
of the intellectual property, ownership shall be determined in accordance with 3-6-4
below. Procedural Provisions: It is the responsibility of the Office of Sponsored
Research of the university to inform each person whose intellectual property rights are
limited by an externally sponsored contract of the intellectual property provisions of that
contract in advance of the beginning of work thereon. Such notice is to be in writing and
the university may require written acknowledgment of such provisions by any person
working on externally sponsored projects. A summary of external sponsorship
agreements limiting the intellectual property rights of potential creators will be
maintained by the Office of Sponsored Research and will be available to the general
university community. If the university fails to notify a creator, effectively and in
advance, of limitations imposed on his intellectual property rights by external
sponsorship agreements, the creator is entitled to receive from the university 50% (fifty
percent) of the net proceeds to the university resulting from his intellectual property.

3-2. Internally Sponsored Work

Ownership Provisions: When the university provides funds or facilities for a particular
project to the extent of substantial use, it may also choose to designate itself as sponsor
of that work. The university may declare itself the owner of intellectual property
resulting from said work. In such cases the university must specify in advance the
disposition of any intellectual property rights arising from the project. If the university
declares itself to be a sponsor, but does not declare itself the owner of the intellectual
property, ownership shall be determined in accordance with 3-6-4 below. Procedural
Provisions: It is the responsibility of the Office of Sponsored Research of the university
to inform each person whose intellectual property rights are limited by internally
sponsored work of the intellectual property ownership rights specified by the university
as to that work in advance of the beginning of work thereon. Such notice is to be in
writing and the university may require written acknowledgment of such provisions by
any person working on internally sponsored projects. A summary of work for which
university sponsorship limits the intellectual property rights of potential creators will be
maintained by the Office of Sponsored Research and will be available to the general
university community.

If the university fails to notify a creator, effectively and in advance, of limitations
imposed on his intellectual property rights by internal university sponsorship, the
creator is entitled to receive from the university 50% (fifty percent) of the net proceeds
to the university resulting from his intellectual property.

3-3. Individual Agreements

Ownership Provisions: Intellectual property which is the subject of a specific agreement
between the university and the creator(s) thereof shall be owned as provided in said
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agreement. Such agreements by the university and the faculty are encouraged.
Procedural Provisions: Except where limited by external sponsorship agreements,
creators and the university may negotiate individual agreements to govern ownership of
intellectual property regardless of the applicability of any other provision hereof.

3-4. Intellectual Property Created Within Scope of Employment

Ownership Provisions: Intellectual property created by university employees who were
employed specifically to produce a particular intellectual property shall be owned by the
university if said intellectual property was created within the normal scope of their
employment. Faculty are presumed not to be hired to produce a particular intellectual
property. On the other hand, computer programs written on the job by staff computer
programmers would fall under this provision.

3-5. Public Dedication

Ownership Provisions: Except when limited by subparts 3-1, 3-2, 3-3 or 3-4 above, the
creator of any intellectual property may choose to place his or her creation in the public
domain. In such cases both the creator and the university waive all ownership rights to
said property. Procedural Provisions: Creators wishing to place their intellectual
property in the public domain are responsible for ascertaining that the right to public
dedication of that intellectual property is not limited by any external agreement,
university sponsorship arrangement or terms of employment as described in Provisions
3-1, 3-2 or 3-3. The university provost will provide such a determination in writing
upon request by the creator. It is also the creator's responsibility to ensure that
disclosure does not include valuable intellectual property owned by others. (This
provision does not release the university from its general obligation to notify creators of
limitations to intellectual property rights specified in Provisions 3-1 and 3-2.

To facilitate the actual transfer of knowledge of the intellectual property to the public at
large, the creator shall provide the university with a complete description and
documentation of the property placed in the public domain, specifically including a
copy of the property in the case of printed material, and complete machine-readable
source code in the case of software. All such material provided to the university will be
placed in the University Library and made available to the public at large. The
university will take appropriate action on a regular basis to publicize summary
descriptions of intellectual property recently placed in the public domain. The university
will also provide any member of the general public copies of such material on a
cost-recovery basis.

The provisions of this section do not apply to the normal scholarly or creative
publication processes unless the creator intends to waive all proprietary rights to the
publication.

3-6. In General

Unless governed by subparts 3-1, 3-2, 3-3, 3-4 or 3-5 above, ownership of intellectual
property created at the university shall be determined as follows: 3-6-1. Traditional
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Rights Retained

Ownership Provisions: In keeping with academic traditions at the university, the creator
retains all rights to the following types of intellectual property, without limitation:
books (including textbooks), educational courseware, articles, non-fiction, novels,
poems, musical works, dramatic works including any accompanying music, pantomimes
and choreographic works, pictorial, graphic and sculptural works, motion pictures and
other similar audio-visual works, and sound recordings, regardless of the level of use of
university facilities. This provision does not include computer software (other than
educational courseware) or data bases.

Procedural Provisions: The types of intellectual property listed in the preceding
paragraph share the attribute that they display information or visual or auditory
appearances which are fully revealed to the purchaser or consumer. Thus, for example,
source code listings would also be considered within this category. On the other hand,
most computer software and data bases do not share this attribute; they are characterized
by their capacity to perform tasks. Because of their utilitarian nature, ownership rights
with respect thereto are governed by 3-6-3 or 3-6-4. Educational courseware is included
in this provision in all cases because of its role in furthering the primary educational
mission of the university.

This provision applies regardless of any university sponsorship of the work, and it may
be modified only by a specific prior agreement between the creator and the university.
The use of university-owned computers and other facilities in the preparation of books
and similar works does not alter this provision, though other university policies may
limit such use or require reimbursement to the university. Similarly, the use of
externally sponsored resources does not alter this provision, unless the creator is
effectively notified in advance of such limitations to his rights in accordance with 3-1.

3-6-2. No Substantial Use of University Facilities

Ownership Provisions: The creator owns all intellectual property created without
substantial use of university facilities, including intellectual property rights in computer
software and data bases.

3-6-3. Substantial Use of University Facilities - No External or Internal Sponsorship

Ownership of intellectual property created with substantial use of university facilities,
but not directly arising from externally sponsored work, or from work for which the
university has declared itself as sponsor, shall be determined as set forth hereinafter
depending on whether the creator or the university develops said property.

3-6-3-1. Development by Creator
Ownership Provisions: The creator originally owns intellectual property created with
substantial use of university facilities but no external or internal sponsorship, and retains

said ownership by commercial development of said property subject to the following: (i)
the university shall receive 15% (fifteen percent) of the net proceeds to the creator
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above $25,000 (twenty-five thousand dollars) in constant 1984 dollars from all sources
(in the case of patents and copyrights, this provision shall be limited to the life of the
patent or copyright), and (ii) the university shall receive a perpetual, non-exclusive,
non-transferrable, royalty free license to use said intellectual property. In the case of
software, this license includes access by specified university personnel to the source
listings, and the university shall require each person to whom a disclosure is made to
execute in advance a binding confidentiality agreement in favor of and enforceable by
the creator. If the intellectual property is created solely by a student or students, the
creator is exempt from the obligation to pay to the university a fraction of his net
proceeds, but not from the provision of this paragraph for a non-exclusive license to the
university.

Procedural Provisions: If the creator develops an intellectual property that is covered by
this provision, he must make full and fair disclosure to the university of all such sources
of compensation relating to that intellectual property.

3-6-3-2. Development by the University

Ownership Provisions: When intellectual property is created with substantial use of
university facilities, but not directly arising from sponsored research, the creator will
originally retain the rights to the property, provided that he desires to commercially
develop the property himself or to make it available to the public. If, however, the
creator elects not to commercially develop same or fails to show diligence in pursuing
such development, then the ownership rights to that property may be acquired by the
university. Intellectual property acquired by the university in this fashion will be treated
as in 3-6-4-1 below. Procedural Provisions: At the time the intellectual property is
disclosed to the university's provost as required under Section 4-1, or at any time
thereafter, the university may request that the creator decide whether he will develop the
intellectual property or will grant the rights to the university, and execute documents to
pass on the title. Such a decision must be made within one year of the request or the
creator will automatically lose his rights in favor of the university.

3-6-4. Substantial Use of University Facilities - External or Internal Sponsorship

Ownership of intellectual property created with substantial use of university facilities
and directly arising from work sponsored under an agreement between an external
sponsor and the university, or from work for which the university has declared itself a
sponsor, but for which neither the external sponsor nor the university have specified the
ownership of resulting intellectual property shall be determined as set forth hereinafter
depending on whether the creator or the university develops said property.

3-6-4-1. Development by University

Ownership Provisions: The university originally owns intellectual property created with
substantial use of university facilities provided by an external agreement or internal
university sponsorship and retains said ownership by commercial development of said
property, subject to the following: in all cases, the creator shall receive 50% (fifty
percent) of the net proceeds to the university.
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Procedural Provisions: When an intellectual property is created with substanial use of
university resources provided by an external research contract or a specific university
sponsorship agreement, and when that contract or agreement either does not specify the
disposition of the intellectual property rights arising from that sponsorship, or it permits
the university and/or creator to retain or acquire such intellectual property rights, the
university will originally retain the rights to such intellectual property.

3-6-4-2. Development by Creator

Ownership Provisions: When intellectual property is created with substantial use of
university facilities provided by external or internal sponsorship, the university will
originally retain the rights to the property, provided that it desires to commercially
develop the property or to make it available to the public. If, however, the university
elects not to commercially develop same or fails to show diligence in such development,
the ownership rights to that property may be acquired by the creator. Intellectual
property acquired by the creator in this fashion will be treated as in 3-6-3-1 above. This
assignment of rights to the creator may be prohibited by the terms of an external
sponsorship agreement with the university or by an internal university sponsorship
declaration, but in such cases the creator must be notified in advance, as in Provisions
3-1 and 3-2.

Procedural Provisions: At the time the intellectual property is disclosed to the
university's provost as required by Section 4-1, or at any time thereafter, the creator may
request that the university decide whether it will commercially develop the intellectual
property or execute an assignment of the intellectual property rights to the creator. Such
a decision must be made within 120 (one hundred twenty) days of the request or the
university automatically waives its rights in favor of the creator, and it must execute an
assignment of these rights to the creator.

3-6-5. Consulting Agreements

Ownership Provisions: Work done by individuals as consultants to outside firms is
presumed not to involve unreimbursed substantial use of university facilities, and the
rights to intellectual property created under consulting agreements are retained by the
outside firms or the individual as specified by the terms of the consulting agreement and
the terms of Provision 3-6-2 above. Procedural Provisions: Under university policy
consulting work must not make substantial unreimbursed use of university facilities
except by explicit prior agreement. Any member of the university community who is
engaged in consulting work or in business is responsible for ensuring that provisions in
his agreements are not in conflict with this policy of the university or with the
university's commitments. The university's Innovation Transfer Office will, upon
request, provide assistance in this respect. The university's rights and the individual's
obligations to the university are in no way abrogated or limited by the terms of such
agreements. Each creator of intellectual property should make his obligations to the
university clear to those with whom he makes such agreements and should ensure that
they are provided with a current statement of the university's intellectual property policy.
Appropriate sample contract wording to cover various possible external consulting
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arrangements shall be available from the university provost.
4. General Procedures
4-1.

The creator of any intellectual property that is or might be owned by the university
under this policy is required to make reasonably prompt written disclosure of the work
to the university's provost, and to execute any document deemed necessary to perfect
legal rights in the university and enable the university to file patent applications and
applications for copyright registration when appropriate. This disclosure to the provost
should be made at the time when legal protection for the creation is contemplated, and it
must be made before the intellectual property is sold, used for profit, or disclosed to the
public. Whenever legal protection for intellectual property is anticipated all persons
engaged in such creative activity are encouraged to keep regular notebooks and records.

4-2.

Whenever the university undertakes commercial development it shall do so, if possible,
in a fashion that provides for the widest possible dissemination, avoiding suppression of
inventions from which the public might otherwise benefit, providing for non-exclusive
licensing at reasonable royalties, and giving consideration to more favorable or
royalty-free licensing to non-profit charitable institutions, minority businesses or
enterprises in developing countries.

4-3.

The university's share of any proceeds under this policy will be used to reimburse the
university for its expenses for commercial development of intellectual property. Any
additional return to the university will be used to further the academic purposes of all
the disciplines of the entire university.

5. Resolution of Disputes

This policy constitutes an understanding which is binding on the university and on the
faculty, staff, and students upon whom it is effective according to the terms of Section 6
below, as a condition for participating in research programs at the university or for the
use of university funds or facilities. Any question of interpretation or claim arising out
of or relating to this policy, or dispute as to ownership rights of intellectual property
under this policy, will be settled by the following procedure:

The issue must first be submitted to the university's Intellectual Property
Adjudication Committee in the form of a letter setting forth the grievance or issue to be
resolved. The committee will review the matter and then advise the parties of its
decision within 60 days of submission of the letter. If any of the parties to the dispute is
not satisfied with the committee's decision, the party may seek binding arbitration in
Pittsburgh, Pennsylvania and in accordance with the Rules of the American Arbitration
Association then in effect. Judgment upon the award rendered by the arbitrator(s) may

68



be entered in any court having jurisdiction thereof. The arbitrator(s) will give some
weight to the decision of the Intellectual Property Adjudication Committee in reaching a
decision. The losing party of the arbitration hearing will pay for all costs of the
arbitration unless the arbitrator(s) specifies otherwise.

The Intellectual Property Adjudication Committee will consist of a chair who is a
member of the tenured faculty, four other members of the faculty, and four other
members representing, respectively, the university administration, the technical staff,
and the graduate and undergraduate student bodies. Initially, half of the members of the
committee (including the chair) will be appointed for two-year terms of office, and the
remaining half will be appointed for a one-year term. After one year new members of
the committee will be appointed for two-year terms of office. The chair will be
appointed by the chair of the Faculty Senate, with the advice and consent of the Faculty
Senate Executive Committee, and the remaining eight members of the committee will
be appointed by the president of the university or his designee. At all times at least one
of the faculty members will have had significant practical experience with intellectual
property development and exploitation. The faculty members appointed by the president
of the university will be selected from a list of nominees prepared by the Faculty Senate
or its designated committee and nominees with experience in intellectual property
development will be identified as such by the Faculty Senate. The staff representative
will be selected from a list of nominees prepared by Staff Council, and the
administration representative will be named directly by the president of the university or
his designee. The graduate student representative will be selected from a list of
nominees prepared by the Graduate Student Organization. The undergraduate
representative will be chosen from a list of nominees prepared by the Student Senate.
The committee will use the guidelines set forth in this policy to decide upon a fair
resolution of any dispute.

If possible, the committee will also provide on request informal advisory opinions to
creators and the university indicating how it is likely to interpret the provisions of this
policy as it applies to special cases.

6. Effective Date of Policy

This policy will become effective August 27, 1985. Once effective this policy will be
binding on new faculty, administration, and staff when hired, and on graduate and
undergraduate students when admitted. Current faculty and staff will also become
bound by this policy when they sign new employment contracts as the result of the
renewal of limited-term appointments or promotion. Other university personnel,
including tenured faculty, and current staff and students may choose to become bound
by this policy for future and pending intellectual property by voluntary written consent.
Unless the creator and the university agree to a different arrangement, intellectual
property that is already partially developed at the time this policy becomes effective will
be treated according to the provisions of the patent policy by which the creator is
currently bound. Similarly, members of the university working under contracts signed
before the effective date of this policy who do not choose to accept this policy will
remain bound by the patent policies that already apply to them. With respect to
intellectual property developed during the course of employment at the university, this
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policy shall continue to be binding on any person whose relationship with the university
becomes terminated. The university should take all administrative steps necessary to
ensure that employees and students sign, upon initial employment, registration or at
other appropriate times, forms that indicate their acceptance of this policy.

7. Amendments of the Policy

Amendments of this policy may be proposed by the Faculty Senate, Staff Council or
university administration. Proposed amendments must be approved by a two-thirds
majority of votes in the Faculty Senate and subsequently approved by a simple majority
of votes cast in a referendum administered by the Faculty Senate that is open to all
members of the faculty as defined by this policy and to the exempt staff, provided that
this majority constitutes at least 25% (twenty-five percent) of those eligible to vote. This
referendum must be preceded by an opportunity for public discussion open to all
interested faculty, administration, staff and students. Amendments that are supported by
the faculty and staff must then be approved by the president of the university and
adopted by the university trustees. Once adopted, amendments will become binding on
new faculty, administration, and staff when hired, on existing faculty and staff when
they sign new employment contracts, and on graduate and undergraduate students when
admitted. Other university personnel, including tenured faculty, and current staff and
students may choose to become bound by this policy for future and pending intellectual
property by voluntary written consent. Intellectual property that is already developed or
under development at the time that an amendment to the policy is ratified will not be
bound by the terms of the amendment without the voluntary written consent of both the
creator and the university.

Footnote:

1. This document presumes the existence of a university office to facilitate technology
transfer. Such an office would serve as a clearinghouse for contacts with outside
partners, would perform patent and copyright tasks, and would develop an effective

marketing capability.
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UNIVERSITY-INDUSTRY
COOPERATIVE RESEARCH AND DEVELOPMENT AGREEMENT

The University-Industry Cooperative Research and Development Agreement (hereinafter
referred to as the “Agreement”) is made and entered into by and between National
University Corporation Tohoku University (hereinafter referred to as the “University”) and
/. Insert the Name of the Industry Collaborator ] (hereinafter referred to as the
“Collaborator”) based on the basis of mutual respect and reciprocity such principle of equal
footing of which is fully integrated incorporated into the present collaborative research
project, as elaborated in the following provisions.

Section 1. Definitions

1.1 Te terms sued in the Agreement shall have the meaning as assigned to such terms
below:

(1) The term “Research Result” refers technical achievement, including but not limited

to creation of invention, device, design, copyrighted work and know-how, relating to the goal
of the collaborative research project (hereinafter referred to as the “Project”) as described in
Section 2 hereof and defined as conceived result in the Research Report, developed under the
Agreement.

(2) The term “Intellectual Property Right” or “IPR” refers to:

(a) utility patent rights, utility model rights, design patent rights, trademark rights,
circuitry design rights of semiconductor chips for semiconductor integrated circuit, breeder’s
rights under the Plant Patent and Plant Variety Protection Law and the rights to register the
above-mentioned rights which may be granted in Japan and the rights equivalent or similar to
the above-mentioned rights granted in the foreign jurisdictions;

(b) right to copyrighted work of computer program and copyrighted work of database
under the Copyright Law of Japan (hereinafter referred to as the “Software Programs”) and
the rights equivalent or similar to the above-mentioned copyright granted in the foreign
jurisdictions; and

(©) interest in the information which may be kept in confidence and contains proprietary
value, as specifically so designated by the University and the Collaborator through
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consultation (hereinafter referred to as the “Know-How”).

1.2 The term “Invention” as used in the Agreement refers to, in case of the subject
matter patentable and protected under the utility patent rights, invention, in case of the subject
matter protected under utility model rights, device, in case of the subject matters protected
under design patent rights, trademark rights, circuitry designs rights of semiconductor chips
and protected under copyright as the Software Programs, created work, in case of the subject
matters protected under breeder’s right, breed plant and, in case of the subject matters
protected as the Know-How, conception of know-how.

1.3 The term “Exploit” or “Exploitation” as used in the Agreement, in the context of
the Intellectual Property Rights or the license thereof, acts defined in Article 2, Paragraph 3
of the Patent Law of Japan, acts defined in Article 2, Paragraph 3 of the Utility Model Law of
Japan, acts defined in Article 2, Paragraph 3 of the Design Law of Japan, acts defined in
Article 3, Paragraph 3 of the Trademark Law of Japan, acts defined in Article 2, Paragraph 3
of the Law concerning Circuitry Designs for Semiconductor Integrated Circuit of Japan, acts
defined in Article 2, Paragraph 5 of the Plant Patent and Plant Variety Protection Law of
Japan, acts defined in Article 2, Paragraph 1, Items 15 and 19 of the Copyright Law of Japan
and exploitation of the Know-How.

1.4 The term “Principal Investigator” as used in the Agreement refers to a person
working for the University or the Collaborator and engaging in the Project and whose name is
listed in Appendix 1 to the Agreement and a person who falls in the definitions in Section 4,
Paragraph 3 of the Agreement. Also the term “Project Member” refers to a person who
cooperatively participates in the Project other than those listed in Appendix 1 to the
Agreement or defined in Section 4, Paragraph 3 of the Agreement.

1.5 The term “Designated Technology Licensing Office” or “Designated TLO” as
used in the Agreement refers to a certain organization so designated by the University and
which is expected to grant, assign or otherwise disposed of the right of Exploitation of the
Intellectual Property Rights jointly owned by the University and the Collaborator or owned
solely by the University within the research results under the Project Property Rights in
accordance with the provisions in the following Items but not Exploit them by itself:

(1) To grant a license of Exploitation to a party other than the University after being
transferred and granted the sole and exclusive license without retention of right by licensor
under the Registered Sole and Exclusive License System (senyou jisshi ken) as defined in
Article 98, Paragraphl, Item 2 of the Patent Law of Japan (herein after referred to as the
“Registered Sole and Exclusive License”) and other non-registered license (¢sujo jisshi ken);
or

(2) To grant a license of Exploitation, assign or otherwise dispose of all or any part of
share in the Intellectual Property Rights owned by the University, once all or any part of
share in the Intellectual Property Rights is assigned to it as a holder of rights and successor in
interest of the rights, duties and obligation from the University of the Intellectual Property
Rights as prescribed in the Agreement.

Section 2. Theme of Collaborative Research Project

The University and the Collaborator shall carry out the following collaborative research
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project:

(1) Theme of Research

(2) Goal(s) of Research

3) Description of Research

(4) Activities to be Allocated between Parties (see Appendix 1)

(%) Research Milestones

(6) Research Location
(7) Others
Section 3. Research Period and Completion of Research
3.1 The research period of the Project shall be from [ _,20 Jto[

_,20 ] (hereinafter referred to as the “Research Period”).

3.2 Upon the expiration of the Research Period ad defined in the immediately preceding
Paragraph, or even before such expiration, once the University and the Collaborator
determine that the Project has been completed, the Project shall be deemed to be completed.

Section 4. Staff Engaged in Collaborative Research Project

4.1 The University and the Collaborator shall nominate the persons listed in Appendix 1
to the Project as research investigators, respectively.

4.2 The University shall admit the staff of the Collaborator who will engage in the
Project at the Research Location in the University as industry or private-sector research
investigators from research investigators of the Collaborator.

4.3 If the University or the Collaborator intends to nominate a new member working for
the University or the Collaborator to participate in the Project as a research investigator, the
University or the Collaborator shall notify in writing to the other party in advance and obtain
a written consent of the other party.

Section 5. Preparation of Research Report
The University and the Collaborator shall mutually cooperate to prepare the research report

describing the Research Result attained during the Research Period within thirty (30) days
from the date following the completion date of the Project.

<Sample of Contents of Research Report>

(1) Theme of Research

(2) Summary of Research Result
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3) Prospective Commercialization Opportunity of Research Result

4) Actual Expenditure of Research Budget

Section 6. Designation of Know-How

6.1 The University and the Collaborator shall promptly designate the information which
shall fall within the category of know-how in the Research Result disclosed in the Research
Report through mutual consultation.

6.2 While designating the Know-How, the period fro which it shall be kept in confidence
shall be specified.

6.3 The confidentiality period of Know-how under the immediately preceding Paragraph
shall be determined by the University and the Collaborator through mutual consultation and it
shall be three (3) years from the date following the completion date of the Project in principle,
provided, however, that, the University and the Collaborator consultation may extend or
abridge the confidentiality period as necessary.

Section 7. Research Funding

The University and the Collaborator shall respectively bear and provide the direct costs,
overhead expenses (Expenses for University-Industry Collaborative Activity) and the
research fee set forth in Appendix 2 hereto (hereinafter referred to as the “Research
Funding”).

Section 8. Contribution of Research Funding

8.1 The Collaborator shall provide the Research Funding owed by the Collaborator as
provided for in Appendix 2 hereto by the due date specified in the invoice issued by the
University against delivery of the invoice from the University.

8.2 If the Collaborator fails to provide the Research Funding by the specified due date as
set forth in the immediately preceding Paragraph, the Contributor shall be liable for late
charges calculated per diem at 5% par annum from the date following the due date to the date
on which such amount is paid in full.

Section 9. Accounting

The University shall be responsible for keeping accounting books and records of the
Research Funding provided for in the immediately preceding Section. The Collaborator
may request the University to access and inspect the accounting books and records relating to
the Agreement. If the Collaborator requests the access to and inspection of accounting
books and records to the University relating to the Agreement, the University must honor
such request.

Section 10. Ownership of Capital Equipment Acquired by Research Funding
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The title to the capital equipment and other items acquired by the Research Funding and
listed in Appendix 2 hereto shall vest in the University.

Section 11. Provision of Access to Facility and Equipment

1.1 The University and the Collaborator shall provided to each other the access to the
facility and equipment owned or managed by the University or the Collaborator as specified
in Appendices 3 and 4 hereof for the Project.

11.2 The Collaborator shall make the equipment owned by the Collaborator and listed in
Appendix 3 hereof to The University free of charge for the purse of use under the Project
with consent of the Collaborator and the University and the Collaborator shall use such
equipment jointly. For the purpose of clarification, the University shall keep the equipment
made available by the Collaborator with duty of care as a good faith manager (zenryo naru
kanrisha no chu’i) during the period of time from the completion of installation to the time on
which work to return such equipment to the Collaborator commences.

11.3 Costs and expenses necessary for delivering and installing the equipment referenced
in the immediately preceding Paragraph shall be born by the Collaborator.

Section 12. Termination of Research and Extension of Research Period

Upon the occurrence of natural disaster or other unavoidable events beyond the control of the
parties during the course of the research, the University and the Collaborator may agree to
suspend the Project and extend the research period through consultation. In this case,
neither the University nor the Collaborator shall be liable to each other.

Section 13. Disposition of Research Funding upon Completion or Termination of
Research

13.1 Upon the completion the Project or the termination of the Project pursuant to the
immediately preceding Section, if amount of fund remains unused in the Research Funding
(excluding research fee and overhead expenses (Expenses for University-Industry
Collaborative Activity)) contributed pursuant to Section 8, Paragraph 1, hereof, the
Collaborator may request the University to refund such unused amount. The University
must refund such amount at the request of the Collaborator.

13.2 If any possible shortfall of the Research Funding contributed by the University is
anticipated due to the extension of research period, The University shall forthwith notify such
anticipation to the Collaborator in writing accompanied with evidence or materials
substantiate such anticipation. In this case, the Collaborator shall, through consultation with
the University, determine whether to make good a shortfall of the Research Funding on the
part of the Collaborator.

13.3 Upon the completion or the termination of the Project, the University shall return the
equipment made available by the Collaborator pursuant to Section 11, Paragraph 2, hereof, to
the Collaborator “as is” in the conditions at the completion or termination of the Project. In
this case, costs and expenses necessary for removing and returning such equipment shall be
born by the Collaborator.
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Section 14. Reporting of PR Applications

14.1 The University and the Collaborator shall promptly disclose and report to each other
the Invention resulting from the Project during the course of the Project

14.2  If a Principal Investigator of either the University or the Collaborator solely makes
the Invention arising from the Project, the Intellectual Property Rights to the said Invention
shall be vest solely in the University or the Collaborator, as the case may be, and the
University or the Collaborator may prosecute IPR applications or pursue other protections on
its own behalf. In this case, the University or the Collaborator shall obtain from the other
party the confirmation to acknowledge that the said Invention has been made solely by the
said Investigator before filing the IPR application for the Intellectual Property Right or the
protection to the said Invention in advance.

14.3 If the Invention has been jointly made the Principal Investigator of the University
and the Principal Investigator of the Collaborator resulting from the Project, the Intellectual
property Right to the Invention shall be owned jointly by the University and the Collaborator
in principle, and if the parties intend to file IPR application or other filings for protection with
respect to the said Invention, the University and the Collaborator shall determine their
respective share of ownership of the said Intellectual Property Rights through consultation
and, pursuant to the Joint IPR Application Arrangement, defined below, to be executed
separately, the University and the Collaborator joint shall jointly file the IPR application or
other applications for protection, unless the University or the Collaborator acquires the said
Intellectual Property Rights from the other party, in this case, the University or the
Collaborator may file the IPR application or other applications for protection on its own
behalf.

Section 15. Foreign IPR Application

15.1 The immediately preceding Section shall apply to the case whereby the Intellectual
Property Right (excluding Copyright and the Know-How) to the Invention is registered or
filed or otherwise IPR application is sought in a foreign country (hereinafter referred to as the
“Foreign IPR Application™).

15.2 The University and the Collaborator shall discuss the appropriateness, necessity, the
country in which the IPR application shall be filed or other relevant matters with respect to
the joint filing of the Foreign IPR Application for the joint Invention under Paragraph 3, the
immediately preceding Section through mutual consultation.

Section 16. Grant of Exclusive license

16.1 If the Intellectual Property Right solely vests in the University pursuant to Section
14, Paragraph 2, hereof and the Collaborator or a person designated by the Collaborator
offers to obtain license from the University on exclusive basis, the University may grant the
license under the said Intellectual Property Rights to the Collaborator or a person designated
by the Collaborator on exclusive basis, unless conflicting license has been granted, and in this
case, the period and the terms and conditions of such license shall be determined through
consultation with the Collaborator or a person designated by the Collaborator.

16.2  If the Collaborator or the person designated by the Collaborator requests to amend
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the period and the terms and conditions of the license granted pursuant to the immediately
preceding Paragraph to the University, the University shall amend the period and terms and
conditions through consultation with the Collaborator or the person designated by the
Collaborator.

Section 17. Grant of License to a Third Party

In case that the University granted the license to the Collaborator or the person designated by
the Collaborator on exclusive basis pursuant to the immediately preceding Section, if the
Collaborator or the person designated by the Collaborator fails to practice such license of the
said Intellectual Property Rights, although reasonable period of time elapses after the
commencement of the prescribed period, the University may grant the license to use the said
Intellectual Property Rights to a person other than the Collaborator and a person designated
by the Collaborator the Collaborator or the person designated by the Collaborator after giving
an opportunity to be heard option to the Collaborator the Collaborator or the person
designated by the Collaborator. The terms and conditions to practice the license in a
reasonable period of time as referenced in this Section shall be deemed to be included in the
terms and conditions of granted license in Paragraph 1 of the immediately preceding Section.

Section 18. Transfer; First Refusal Right

If the University or the Collaborator contemplates to assign the Intellectual Property Rights to
the Invention resulting from the Project and owned solely by it or grant the Registered Sole
and Exclusive License or other exclusive licenses with respect to the Intellectual Property
Right owned solely by it, the University or the Collaborator, as the case may be, shall notify
in advance to the other party in writing and if the other party desires to be assigned or granted
the Registered Non-Exclusive License or other exclusive licenses, the University and the
Collaborator shall discuss the possibility, terms and conditions and other relevant matters of
grant of the license with the other party.

Section 19. Grant of Non-Registered License

If the Collaborator or a person designated by the Collaborator requests the University to grant
a non-registered license to the Intellectual Property Rights which vested in solely in the
University pursuant to Section 14, Paragraph 2, hereof, The University shall grant such
non-registered license to the Collaborator or a person designated by the Collaborator and the
Collaborator or the person designated by the Collaborator, as the case may be, pay royalty to
the University pursuant to the license agreement to be executed with the University through
consultation.

Section 20. Joint IPR Application Arrangement

20.1 While the University and the Collaborator executes the Joint IPR Application
Arrangement pursuant to Section 14, Paragraph 3, hereof, the Collaborator shall choose one
optional arrangement listed Items (a) to (d) below, provided, however, that the University and
the Collaborator shall agree upon the specific terms and conditions of the assignment, license
grant or other dispositions through separate consultation:

(a) Assignment: The University agrees to assign its share of ownership to the
Collaborator or the person designated by the Collaborator for consideration;
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(b) Exclusivity: The University agrees to grant the Registered Non-Exclusive License,
or the non-registered exclusive license or the non-registered exclusive license with sublicense
right with respect to its share of ownership to the Collaborator or the person designated by the
Collaborator for consideration. In this case, the costs and expenses incurred by the
University, if any, for filing IPR application or other application for protection of the
Invention jointly owned by the University and the Collaborator shall be reimbursed by the
Collaborator or the person designated by the Collaborator for whom such license has been
registered and/or granted.

(©) Non-Exclusivity - Alternative I. The Collaborator undertakes to pay royalty, if a
license to use the Invention is granted to the Collaborator on non-exclusive basis, the
Invention benefits or is expected to benefit the business of the Collaborator, the Collaborator.
In this case, the costs and expenses for filing the IPR application of or other applications for
protection for the Invention jointly owned by the University and the Collaborator shall be
disbursed by the Collaborator and the Collaborator may recoup the University’s share of
costs and expenses for IPR application and other application for protection from the payment
of royalty.

(d) Non-Exclusivity - Alternative II:  The University and the Collaborator agree to
grant a license to use the Invention on non-exclusive basis free of royalty each other.
Provided, that, the Collaborator must consent without reservation that the University may
assign its share of ownership or grant non-registered license to a third party or the University
or entity incubated by the University or its staff to commercialize such Invention. In this
case, the costs and expenses for filing the IPR application of or other applications for
protection for the Invention jointly owned by the University and the Collaborator shall be
born by the University and the Collaborator in proportion to their share.

20.2 Stipulation corresponding to Items (a) to (d) below shall be incorporated in the Joint
IPR Application Arrangement referenced in Section 14, Paragraph 3, hereof. For the
avoidance of doubt, the term “third party” as used in this paragraph shall not include the
person designated by the Collaborator in Items (a) and (b) of the immediately preceding
Paragraph and a third party or the University or entity incubated by the University or its staff
to commercialize such Invention in Item (d) of the immediately preceding Paragraph.

(a) If the University and the Collaborator intends to assign or pledge its share of
ownership of the Intellectual Property Rights to a third party, the University or the
Collaborator, as the case may be, notify in advance its intention to the other party in writing
and obtain written consent of the other party.

(b) If the University or the Collaborator intends to abandon its share of ownership of the
Intellectual Property Rights, the University or the Collaborator, as the case may be, notify its
intention to the other party in writing.

(©) If the University or the Collaborator intends to grant a non-registered license under
its share of ownership of the Intellectual Property Rights to a third party, the University or the
Collaborator, as the case may be, notify in advance its intention to the other party in writing
and obtain written consent of the other party.

(d) The University and the Collaborator shall allocate the royalty collected from a third
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party in proportion to their shares of the University and the Collaborator.
Section 21. Exchange of Information

21.1 The University and the Collaborator shall furnish and disclose the information and
materials necessary for conducting the Project each other free of charge, except for the
information about which the University or the Collaborator owes confidentiality obligation
pursuant to the agreement with a third party and the information about the Invention for
which the University or the Collaborator files the IPR application on its own behalf, or the
University, the Collaborator or a third party have jointly filed the IPR Application prior to the
date of the commencement of the Project but not yet made public by such date.

21.2 Upon the request of the other party or after the completion or termination of the
Project, the University or the Collaborator shall return the materials furnished by the other
party to the other party.

Section 22. Confidentiality

22.1 The University and the Collaborator shall keep any and all technical or business
information which may be furnished or disclosed by the other party or come to notice of the
University or the Collaborator during the course of the Project in confidence by indicating
them as proprietary/confidential information (hereinafter referred to as the “Confidential
Information”) and keep them appropriately by safekeeping in the lockable safes or otherwise
and shall not disclose or allow access to such information to anyone other than the Principal
Investigator, the Project Members or restricted number of officers and employees who have
the need to know the said information for the purpose of performing its tasks under the
Project (hereinafter referred to as collectively the “Representatives™). In addition, the
University and the Collaborator shall secure the Representatives to owe the confidentiality
obligation to keep the Confidential Information furnished or disclosed by the other party in
confidence even after leaving its duty or termination of employment by the Representatives.
Confidential Information does not include:

(a) Information which can be proven to have been in possession of the disclosed party
prior to the disclosure or the time on which the Confidential Information comes to its notice;

(b) Information which at the time of disclosure or the time on which the Confidential
Information came to notice of the disclosed party is already in the public domain;

(©) Information which after disclosure or the time on which the Confidential
Information came to notice of the disclosed party becomes part of the public domain through

no fault of the disclosed party;

(d) Information which can be proven to have been lawfully obtained from a third party
who has an authority to disclose such information;

(e) Information which can be proven to have been developed or acquired independently
from the information furnished by the other party; and

) Information whose disclosure is authorized by the other party by written consent of
the other party.
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22.2  Neither the University nor the Collaborator use the Confidential Information which
is furnished or disclosed by the other party or which comes to notice of the University or the
Collaborator and of technical or business nature in any respect for the purpose other than the
authorized purpose under the Project without obtaining written consent of the other party in
advance.

22.3 The confidential obligation set forth in the preceding two (2) Paragraphs takes effect
concurrently with the commencement of the Project and shall survive the completion or
termination of the Project for three (3) years thereafter, provided, however, that the
University and the Collaborator may extend or shorten such period through mutual
consultation.

Section 23. Delegation of Business to Designated TLO

23.1 If the University directs to the Collaborator that the University intends to delegate to
the Designated Technology Licensing Office business relating to the Intellectual Property
Rights in case of Paragraph 2 or 3 of Section 14 hereof and which falls in one of the
following Items, the Collaborator agrees to follow such direction. In this case, the
Collaborator shall agree in writing to execute an agreement with the Designated TLO acting
as an agent for the University, if the Collaborator desires to be granted the Registered Sole
and Exclusive License and other exclusive license or non-registered license or other
non-exclusive license from the University, or to be assigned any part or all of the share of
ownership of the University, after consultation with the University:

(a) If the Collaborator desires to be assigned the share of ownership of the University to
the Intellectual Property Rights for consideration;

(b) If the Collaborator desires to be granted an exclusive license under the share of
ownership of the University to the Intellectual Property Rights;

(©) If a third party desires to be granted a sublicense to use the Intellectual Property
Rights; or

(d) If a third party desires to be [further] assigned the share of ownership of the
University to the Intellectual Property Rights for consideration.

23.2  The Collaborator consents in advance that, if the University assigns its share of
ownership to the Intellectual Property Rights in case of Paragraph 2 or 3 of Section 14 hereof,
the University may assign, transfer and delegate the rights, duties and obligation as a party to
the Agreement with respect to the Intellectual Property Rights to the Designated TLO in place
of the University. In this case, the University shall cause the Designated TLO to enforce
and discharge the rights, duties and obligations otherwise held or owed by the University
under the Agreement as a party to the Agreement.

233 The University shall secure the Designated TLO acting on behalf of the University
to be obligated to comply with confidentiality obligation no less restrictive than that of the
Agreement, in case that the University intends to disclose or furnish to the Designated TLO
the Confidential Information or Research Result.
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Section 24. Treatment of Research Results

24.1 The University and the Collaborator may disclose, announce or publicize the
Research Result resulting from the Project after one (1) year elapses computing from the day
following the completion of the Project completion, subject always to the confidentiality
obligation of the Confidential Information as set forth in Section 22 hereof (hereinafter
referred to as the “Research Result Publication™). Provided, however, that, paying due
attention of academic mission to make the Research Result Publication of the University, the
University may accelerates the restricted period of the publication with consent of the other
party. For the avoidance of doubt, neither the University nor the Collaborator shall disclose
the Know-How without consent of the other party.

24.2 In case of the immediately preceding Paragraph, the University or the Collaborator
wishing to make the Research Result Publication (hereinafter referred to as the “Publishing
Party”) shall transmit the proposed Research Result Publication in writing to the other party
(hereinafter referred to as the “Reviewing Party”) at least sixty (60) days prior to the
intended day of such publication. For clarification, the Publishing Party may, with written
consent of the other party in advance, disclose that the result is resulting from the activities
under the Project.

24.3 If the Reviewing Party receives the transmittal of the proposed publication set forth
in the immediately preceding Paragraph from Publishing Party and the Reviewing Party
determines that, in light of the Research Result Publication as proposed in the transmittal
pursuant to the immediately preceding Paragraph, it might adversely affect the expected
future interests of the parties, within ten (10) days from the receipt of such transmittal, the
Reviewing Party shall demand in writing to the Publishing Party that certain amendment shall
be made to the technical information disclosed or publicized and the Publishing Party shall
fully consult with the other party. The Publishing Party shall not disclose or publicize the
part of the proposed Research Result Publication to which concern to adversely affect the
expected future interests of the parties has been raised without consent of the other party,
which consent shall not be unreasonably withheld by the Reviewing Party.

24.4 The restricted period during which a proposed publication shall be submitted
pursuant to Paragraph 2 hereof shall be for three (3) years computing from the day following
the completion of the Project completion, unless the University and the Collaborator extent or
shorten such period through consultation.

24.5 The University and the Collaborator shall determine how to manage and dispose the
tangibles resulting from of the Project through consultation.

Section 25. Involvement and Assistance of Project Members

25.1 If any of the University or the Collaborator determines that involvement or
assistance of a person other than the Principal Investigator is necessary for conducting the
Project, the University or the Collaborator, as the case may be, may admit such person other
than the Principal Investigator as a new Project Member for the Project with consent of the
other party.

25.2 While admitting the new Project Member other than the Principal Investigator, the
University or the Collaborator who request the consent of the other party to admit the new
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Project Member other than the said Principal Investigator (hereinafter referred to as the
“Admitting Party”) shall cause the new Project Member to comply with the terms and
conditions of the Agreement.

253 The Admitting Party shall promulgate the separate internal regulations to secure the
new Project Member to comply with the terms and conditions of the Agreement and, if the
new Project Member causes damage to the other party, the other party may demand the
compensation for damage to the said Project Members based on such regulations.

25.4  If the Project Members makes the Invention resulting from the Project, Section 14
shall mutatis mutandis apply.

Section 26. Termination of Agreement

26.1 If the Collaborator fails to provide the Research Funding by the specified due date,
the University may terminate the Agreement.

26.2  If any of the following events occurs on the part of the University or the
Collaborator and non-defaulting party demands to remedy such default by providing
reasonable period of cure to the faulting party but the defaulting party fails to remedy such
default within the specified period of time, the non-defaulting party may terminate the
Agreement:

(a) If the other party commits illegitimate action or inappropriate conduct during the
course of the performance of the Agreement; or

(b) If the other party breaches the Agreement.

26.3 Upon the occurrence of any one of the following events on the part of the University
or the Collaborator, the non-defaulting party may terminate the Agreement without delivering
notice of cure to the other party:

(a) If petition for the commencement of Bankruptcy proceedings, Civil Rehabilitation
proceeding, Corporate Reorganization proceeding, Special Liquidation proceeding is filed by

or against the other party;

(b) If the other party is disqualified from banking transaction by the order delivered by
clearing house or becomes unable to pay its debt when due in general; or

(c) If the other party suffers prejudgment attachment order or its assets is seized by the
tax authority due to the arrearage of obligation to pay tax, levy or assessment.

Section 27. Liability for Damage

If the University or the Collaborator inflicts damage to the other party due to the events set
forth in the immediately preceding Section or willful misconduct or act of gross negligence of
the University, the Collaborator, the Principal Investigator or the Project Members, the

University or the Collaborator shall compensate for such damage.

Section 28. Duration of Agreement
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28.1 The Agreement shall continue in full force and effect during the term of period
defined in Section 3 hereof.

28.2 Sections 5, 6, 13 to 25, 27 and 30 shall survive the termination or expiration of the
Agreement, unless and until the subject matter prescribed in the said provision become
irrelevant in its entirety.

Section 29. Matters Not Specifically Provided For Herein; Consolation

Matters not specifically provided for in the Agreement shall be determined by the University
and the Collaborator through mutual consultation as necessary.

Section 30. Jurisdiction

Any and all controversies arising from the Agreement shall be adjudicated before the Tokyo
District Court.

IN WITNESS WHEREOF, the University and the Collaborator have duly executed this
Agreement by printing their names and affixing their corporate seals in triplicate, with each
party retaining one original.

[ 20 ]

For the University:

National University Corporation Tohoku University
[ ]

Sendai City, Miyagi Prefecture, Japan

[Insert the Name of Authorized Superior Staff

to Whom the Principal Investigator of the Project
Reports]

[Insert the Title of Superior Staff]

For the Collaborator:

Insert the Full Name of Collaborator ] L

Insert the Street Address of the Collaborator ]
/

Insert the Name of Representative |

Insert the Title of Representative |
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Exhibit

Optional Clauses
[Insert the following clauses into the Agreement as necessary]

Section Convocation of Progress Report Meeting \

N The University and the Collaborator shall be jointly responsible for the management
of the Project.

2 Through the duration of the Project, the University and the Collaborator shall
periodically prepare the Progress Report under supervision of each other and convene the
Progress Report Meeting, and report the progress of the Project at the meeting and consult
each other about its future development. For the avoidance of doubt, in addition to the
periodically convened meetings, the University and the Collaborator may request to convene
the Progress Report Meeting through mutual consultation and as necessary.

<If the Project is contemplated in the Agreement to be conducted for multiple years, the
following provision may be inserted.>

3 The University and the Collaborator shall mutually cooperate to prepare the Year
End Research Report within [ (_ )] days from the end of the preceding year and
convene the Report Meeting, and discuss how to proceed with the Project for the then current
year and thereafter and other agenda.

<Sample Contents of Progress Report>

(1) Theme of Research

2) Currently Attained Result(s)

3) Further Challenges and Future Schedule
4) Special Remarks

<Sample Contents of Year End Research Report>

In addition to the matters to be reported in the Progress Report, actual expenditure
from the budget or the prospective commercialization opportunities of the Research
\ Results may be included as necessary. /
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Appendix 1

(Matters relating to Sections 1, 4 and 22)

Party Name Division & Title Duties in the Project

University

Collaborator

(Note) In case of the University side, place the mark “*” before the name and in case of
industry partner the mark “o” before the name to indicate the Principal Investigator.
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Appendix 2

(Matters relating to Sections 7, 8, and 10)

Sum Total

Category University Collaborator
Direct Costs ¥
Overhead expenses
(Expenses for
University-Industry ¥
Collaborative
Activity)
¥
Research Fee ¥ x Number of Persons)
¥

(including consumption tax and local
consumption tax in the amount of

¥

)

(Note 1)If a party intends to file tax credit under the Joint Research/Study Promotion Tax
Credit Program, the party is required to enter the breakdowns of such direct costs in the

above table.

(Note 2)Overhead expenses (Expenses for University-Industry Collaborative Activity)
shall be estimated and assessed 10% of the direct costs in principle.

(Note 3) The Amount of Research Fee in ¥210,000 shall be payable semi-annually in lump
sum and shall no be deducted if research period is less than 6 months.
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Appendix 3
(Matters relating to Sectionl11)

Facility and Capital Equipment Made Available by the University
for the Collaborative Research Project

o Equipment
Owner Name of Facility Name Make Unit
University
Collaborator
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Appendix 4
(Matters relating to Sectionl11)

Facility and Capital Equipment Made Available by the Collaborator for the Collaborative
Research Project

Equipment

Owner Name of Facility Name Make Unit

Collaborator
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